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Serial No. 10/069,578 ASA-1070 
Amendment 

Response to Office Action mailed October 21, 2008 
REMARKS 

Pending Claims 

Claims 16-25 are pending in this application. Claims 16, 18, 21, 22, 24 and 25 have 
been amended. No new matter has been added. 

Claim Rejections under 35 U.S.C. §§102 & 103 

Claims 16-18 and 21-25 are rejected under 35 U.S.C. §102(b) as being anticipated by 
Mimura, U.S. Patent No. 6,080,364. Claims 19-20 are rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Mimura '364, in view of Hanaway, U.S. Patent No. 4,719,087. 
Applicants request reconsideration of the rejections in view of the foregoing amendments and 
for the following reasons. 

Applicants note that Mimura is not a reference under 35 U.S.C. § 102(b) because the 
present application is a PCT national stage application of PCT/JPOO/00100 filed January 12, 
2000, which is before the issue date of U.S. Patent No. 6,080,364. Accordingly, U.S. Patent No. 
6,080,364 is a reference under 35 U.S.C. §102(e). Applicants further note that the patent 
family for the '364 patent includes JP Published Application No. 1 0-339732, which is of record 
and was cited in the Information Disclosure Statement filed with the original application, 
having a publication date of December 22, 1 998. 

Applicants have amended the claims to overcome the anticipation rejection set forth in 
the Office Action and the rejection under 35 U.S.C. §103 which relies upon Mimura. In 
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particular, applicants have added structure to claims 16 and 22 in order to support the 
patentability of the claimed invention over Mimura. In particular, claims 16 and 22 have been 
amended to include an analysis unit and a reading device that is provided for reading 
discriminating information of the racks. Further, the claims have been amended to add 
limitations regarding the control unit. Support for the amendments is provided by the analysis 
unit 2, the bar code reading device 17 (Fig. 3) and the original claims, e.g. claim 2, of the 
present application. 

In claim 16, the control unit has been amended to set forth that the rack identified as a 
common rack, based on the discriminating information of the reading device, is carried out 
toward the rack recovery section after treatment of a specimen by the analysis unit. Further, the 
control unit has been amended to set forth that the rack identified as a specific rack is kept 
standing-by on the rack standby disk until a subsequent time of measurement with the specific 
rack. Claim 22 has been amended to set forth that control unit is for controlling transfer of the 
common and specific racks based on the discriminating information read by the reading device 
and, after a preceding rack is returned to the rack standby disk from the specimen sampling 
position, a subsequent rack is transferred to the sampling position via the rack transfer means. 
As amended, claims 16-25 are patentable over the Mimura and Hanaway references, whether 
considered individually or in combination. 

Mimura discloses an analyzer in which common racks are put in a rack sender 1 7 and 
are subjected to treatment such as specimen sampling in each analysis unit, and are then 
collected in rack collector 19 without proceeding to rack standby unit 70. Mimura discloses 
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that the standby unit 70 is for a specific sample rack to be used repeatedly like a reference 
sample rack. See column 4, lines 49-51 of the reference. The standby unit sends the specific 
sample racks along sending path 80 towards the main transfer line 20. See col. 5, lines 1-2. 
Hence, in Mimura, the standby unit 70 only receives the specific rack, while patient sample 
racks are sent directly to the analyzer 3 without being transferred to the standby unit 70. 

In contrast, according to claim 16, racks are discriminated based on the information 
read from the reading device and when common racks and specific racks are mixed in the rack 
supply section, the control unit causes the common racks to be carried out to the rack recovery 
section after treatment; and causes the specific racks to stand-by on the rack standby disk 
without carrying them out to the rack recovery section. As a consequence of the arrangement 
disclosed by Mimura, an operator has to separately set specific racks in rack inlet 75 and 
common racks in rack sender 17. The operator thus must perform a number of tasks which 
creates a high work load as compared with that required of the operator in working with the 
analyzer of the embodiments of the present invention. 

The Examiner states in the Office Action that in Mimura common racks may be put in 
rack inlet 75 and therefore the claimed invention is anticipated by Mimura. In particular, the 
Examiner has taken the position that although Mimura fails to teach holding patient specimens 
on a rack standby unit, the holding of patient specimens as claimed by Applicants is an 
intended use and therefore the structure of Mimura is capable of meeting the claimed. By the 
present amendment, however, the claims have been amended to include structural features that 
are not shown or suggested by Mimura. 
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Hanaway is relied upon for teaching a specimen tray assembly for use in an automatic 
analyzer. However, Hanaway does not overcome the deficiencies in Mimura with respect to 
disclosing or suggesting the invention as now claimed by the amended claims. Accordingly, 
applicants respectfully assert that claims 1 6-25 are patentable over Mimura and Hanaway, and 
therefore the rejections under 35 U.S.C. §102 and §103 should be withdrawn. 

Conclusion 

In view of the foregoing amendments and remarks, reconsideration and reexamination 
are requested. 



Respectfully submitted, 



Mattingly, Stanger, Malur & Brundidge, P.C. 



John j£, Matting*ly 
Reg. No. 30,293 
(703) 684-1120 




Date: January 2 1 , 2009 
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